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EDITORIAL =

We live in a fast-paced world. People
have fast Internet connections, their
walk is fast, and without fast decisions
one hardly buy even bread at Tesco
store. Where even yesterday there was
a grocery shop, there is a DVD rental
shop today. Things (and sadly even peo-
ple) change quickly, firms end, merge
and are created, and the only immobile
things are the ancient statues on the
Charles Bridge. Put simply, its pantha rei
and variety is the spice of life.

Even large law firms change. The
people who work in law firms change,
new clients come and the old clients go.
What remains is the reputation, good
name and know-how, which attaches
not to a single individual working un-
der the firm’s banner but rather to the
firm itself; as a whole. Reputation is
an elusive thing that is long and hard
gained. It is that much easier to lose it.
Yet without reputation a law firm cannot
gain and maintain its good and regular
clients.

Our firm has great and regular clients.
Let us value that accordingly.

Zijeme v rychlé dobé&. Kdekdo ma
rychly internet, rychly krok a bez ry-
chlého rozhodovani nekoupite uz poma-
lu ani rohlik v Tescu. Tam, kde byl vcera
obchod se zeleninou, je dnes nonstop
herna a zitra tfeba pdjcovna DVD. Véci
(a bohuzel i lidé) se rychle méni, firmy
zanikaji, fuzuji a jsou zakladany, a ne-
hybné jsou snad jen sochy na Karlové
mosté. Zkratka, panta rhei a zména
je Zivot.

| velké advokatni kancelafe se méni.
Méni se lidé, ktefi v nich pracuji; klienti
odchazeji a novi pfichézeji. Co pretrvava
je povést, dobré jméno a know-how,
jejichz nositelem neni konkrétni jedi-
nec pracujici pod hlavickou takové
kancelare, ale kancelaf-firma samot-
na. Dobrd povést kanceldfe se budu-
je dlouho a téZce. O to snadnéjsi je
o ni pfijit. A bez dobré povésti nema
advokatni kancelaf nadéji ziskat a udrzet
si dobré a vérné klienty.

Nase kancelaf ma dobré a vérné klienty.
Vazme si jich.

Lukas Lorenc
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Customs authorities
protect IP owners in
the Czech Republic >

David Reminek

One of the
possible forms of
protection against
IP infringement
is the so-called

- Customs protection.
After the accession
to the EU, the

Czech Republic became part of the Single
Market, which resulted into a lower
number of Customs officers needed at the
country’s borders. Thus, many of them
were transferred to the anti-counterfeiting
departments. Their substantial activity in
this area is often subject to coverage in
the media and at various international
conferences. Also, at the international
level, an intergovernmental organization
called The World Customs Organization
(WCO) was established, as well as many
other organizations gathering mostly
manufacturers of original goods and
intellectual property owners.

At the European level, the EU Regulation
No. 1383/2003/ES was passed. According
to this Regulation, it is possible to file
for the so-called Customs Action. Based
on the Customs Actions, the Customs
officers can detain suspicious goods, and
in the meantime, ask the IP owner and the
importer, whether they can confirm that
the goods are not of counterfeit origin or,
on the contrary, give a consent with the
destruction of the goods. In many cases, it
is necessary that the court decide whether
the goods infringe upon the IP-owner’s
rights or not.

At the national level, the Customs
authorities can seize goods that are
suspected of being of counterfeit origin
under the Consumer Protection Act. In
reality, this is very often the case. The
trademark owner is consequently invited
to file a statement as to the authenticity
of the goods. Another governmental
authority dealing with counterfeit goods
is the Police of the Czech Republic because
infringing upon some else’s trademark
rights is a crime under the current Criminal
Code.

We recommend the Custom protection
to our clients mostly in situations where
there is a need to stop an IP infringement
concerning larger quantities of goods by
subjects, which are uneasy to identify. The
Customs protection should be in accord

with other IP protection means available
under the Czech legal system. The IP
owner, however, should be aware that
for an efficient protection, a great deal of
flexibility and swiftness on their part will
be required, since the deadlines and time
periods are relatively short and cannot be
extended. Often, it is frustrating that only
relatively small quantities of goods are
seized and trademark owners do not wish
to take any steps and proceed further.
On the other hand, Customs officers
are obliged to act also in these cases.
Unfortunately, there is no cure to this issue
at the moment. A legislative intervention
is the only way to change the situation.

Based on our experience and knowledge,
we know that without a reliable local legal
representation, it is almost impossible to
solve the situation in a satisfying manner,
and therefore we try to do our best for our
clients, the current Czech legislation being
the only limit.

Celni organy chrani
vlastniky prav
z dusevniho

vilastnictvi o

Jednou z mozZnych forem ochrany proti
zneuziti prav vyplyvajicich z dusevniho
vlastnictvi v Ceské republice je ochrana celni.
Po pfistupu k evropskym spolecenstvim se
Ceska republika stala soucésti jednotného
evropského trhu a tim doslo ke sniZeni
poctu celnikll na hrani¢nich pfechodech.
Mnoho z nich proto bylo pfefazeno na
agendu boje proti padélkdm. O znacné
aktivité celnikd pfi této ¢innosti se v CR
hovofi i ve sdélovacich prostfedcich
a na mezindrodnich kongresech. Na
mezindrodni drovni dokonce funguje
mezivladni Svétova celni organizace (WCO)
a mnoho dalSich organizaci sdruZujicich
prfedevs§im vyrobce origindlniho zbozi
a vlastniky dusevnich prav.

Na evropské Grovni bylo pfijato nafizeni
EU ¢. 1383/2003/ES. Podle tohoto natizeni
je mozné podat tzv. celni opatfeni, na jehoz
zakladé budou celnici zadrZovat podezrelé
zboZi a nasledné se dotazovat vlastnika
prava a dovozce, zda mohou potvrdit,
Ze zboZi neni padélkem nebo naopak
déat souhlas s jeho zni¢enim. V mnoha
pfipadech je ovSem nutné, aby o tom,
zda zboZi poruSuje prava z duSevniho
vlastnictvi ¢i nikoli, rozhodl soud.

Na vnitrostatni Grovni mohou celni
organy zabavit podezielé zboZi podle



zakona o ochrané spottebitele. Casto
se tak v praxi stdvé a majitel ochranné
znamky je pak vyzvan k podani
vyjadfeni. Dal3im statnim orgdnem
zabyvajicim se padélanym zboZim
je Policie CR, nebot porusovani prav
k ochranné znéamce je trestnym ¢inem
dle trestniho zadkoniku v soucasném
znéni.

Svym klientdm doporucujeme ochranu
pomoci téchto préavnich institutd predevsim
v situaci, kdy je tfeba fesit problém porusovani
duSenich prav k vétSimu mnozZstvi zboZi
téZko identifikovatelnymi subjekty. Ochrana
pomoci téchto opattfeni by méla jit ruku v ruce
s ostatnimi prostiedky, které ceské pravo nabizi.
Maijitelé prav by vSak neméli zapominat také na
to, Ze pro efektivni ochranu je nutna flexibilita
a rychlost i na jejich stran&, nebot Ihaty
k vyjadfeni jsou pomérné kratké a nedaji se
prodlouZit. Problém nastdva v pfipadé malého
mnoZzstvi zabaveného zboZi, kdy vlastnik nema
zajem vést dalsi Fizeni, ale celni organy musi
presto jednat. Tento problém by se v soucasné
chvili dal fesit jediné zmé&nou platnych pravnich
predpisd.

Vzhledem k tomu, Ze nase kancelaf ma s celni
agendou mnohaletou zku3enost, vime, Ze bez
pravniho zastoupeni v CR neni moiné boj
s padélky uspokojivé fesit, a proto se snaZime
vychézet nasich klientdm vstfic tak, jak nédm to
soucasna pravni situace umozni.

ECJ Decision C-371/06
Benetton Group Spav
G-Star International BV >

Hana M&3tankova

This case concerned two
shape marks of the com-
pany G-Star, which
sought protection on the
basis of the following dis-
tinctive elements: slop-
ing stitching from hip
height to the crotch seam,
kneepads, yoke on the seat of the trousers,
horizontal stitching at knee height at the rear,
band of a contrasting color or of another mate-
rial at the bottom of the trousers at the rear, all
on one garment; seams stitching and cuts on
the kneepad of the trousers, slightly baggy
kneepad.

The EC) was addressed with the preliminary
question whether a sign which is excluded
from trademark protection by virtue of article
3 (1) (e), third indent of the First Council
Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States
relating to trade marks (i.e. shape which gives
substantial value to the good) can nevertheless
constitute a trademark under Article 3(3) of
that Directive where, prior to the application
for registration, it acquired attractiveness as
a result of recognition of it as a distinctive sign
following advertising campaigns presenting
the specific characteristics of the product in
question.

The ECJanswered in a negative way. According
to ECJ the article 3(3) of the Directive does not
refer to the signs referred to in article 3 (1) (e).
A sign which is refused registration pursuant to
article 3(1)(e) can thus under no circumstances
be registered by virtue of Article 3(3).

By this decision EC] strictly limited confines

of all paragraphs of article 3 of the Directive,
which were not clear at all. These limits must
be taken into account when considering
registrability of any denomination.

Rozhodnuti Evropského

soudniho dvora C-371/06
Benetton Group Spa proti
G-Star International BV >

Tento pfipad se zabyvd dvéma ochrannymi
znédmkami  tvofenymi tvarem  vyrobkd
spolec¢nosti G-Star, kteréd pozadala o ochranu na
zakladé nésledujicich rozliSovacich prvki: Sikmo
vedené stehy od vysky bokl ke Svu rozkroku,
nékolenice, sedlo kalhot, horizontdlné vedené
stehy na zadni strané ve vysce kolen, pds
kontrastni barvy nebo jiné latky na zadni strané
spodni ¢asti kalhot, vS§echny tyto prvky pouZzité
soucasng; vy, stehy a prifezy nakolenic kalhot,
mirné volné nékolenice.

Evropskému soudnimu dvoru byla poloZena
pfedbézna otézka, zda oznaceni, které je
vylouceno z ochrany na zékladé ¢lanku 3 odst.
1 pism. e) tieti odrazka Smérnice 89/104/EHS,
kterou se sblizuji pravni predpisy clenskych
statd o ochrannych zndmkéch (tj. tvar, ktery
dévé zbozi podstatnou hodnotu), mliZe pfesto
predstavovat ochrannou zndmku podle ¢lanku
3 odst. 3 této Smérnice, jestlize pfed podanim
prihlasky k zapisu ziskalo atraktivnost z diivodu
své znamosti jakoZto oznaceni s rozliSovaci
zpUsobilosti v dasledku reklamnich kampani
propagujicich zvlastni vlastnosti dotc¢eného
zboZzi.

ESD odpovédél zaporné. Podle ESD se clanek
3 odst. 3 této Smérnice nevztahuje na oznacenf
uvedend v ¢lanku 3 odst. 1 pism. e). Oznaceni,
jehoZ zépis je vyloucen na zékladé ¢l. 3 odst.
1 pism. e) Smérnice, nem(ze byt v Zddném
pfipadé zapsano na zékladé odstavce 3 téhoz
¢lédnku.

Timto rozhodnutim ESD vymezil aZz dosud
neostré hranice mezi jednotlivymi odstavci ¢l. 3
Smérnice, s nimZ je do budoucna tfeba pocitat
pfi hodnoceni zapisné zplsobilosti oznaceni.

The Judgement of the
Court of First Instance

in Case Microsoft Corp.

v. Commission of the
European Communities

Jan Mates, Martin Holy

On September 17, 2007

the Court of the First in-

a stance decided on the

! appeal of Microsoft
against the decision of

the Commission dated on

March 23, 2004. The

Commission has decided

that the Microsoft breached by its conduct
Article 82 of the Treaty. Microsoft abused its
dominant position by two practices. Partly
Microsoft abused its dominant position when
refused to supply other competitors with in-
teroperability information of the operating sys-
tem of personal computers with group server
operating systems. And partly Microsoft abused

its dominant position by tying of Windows
Media Player (WMP) to the Windows operating
system. Microsoft sold the operating system
solely together with WMP. For those two abus-
es of the dominant position the Commission
imposed a fine in the amount of EUR 497.000.000
and in addition the Commission ordered
Microsoft to disclose interface interoperability
information and to offer for sale operating sys-
tem Windows without WMP. As the last mea-
sure the Commission ordered Microsoft in co-
operation with Commission to establish the
mechanism of a monitoring trustee, who would
dispose with wide range of powers and as inde-
pendent expert would exercise control over
Microsoft.

Court of the First Instance (CFl) uphold
the decision of the Commission with the
exception of the part determining foundation
of the position of monitoring trustee when
the CFl came to the conclusion that in this
case the Commission acted ultra vires and is
not authorised to establish the function of the
monitoring trustee.

CFl confirmed the decision of the Commission
that bundling of WMP to Windows operating
system, in fact bundling of WMP, which is
equipped with the function of a streaming
files player, is breaching Article 82 (d) of the
Treaty. Streaming files are the files, which
shall be played on-line and are not as such
downloaded and saved in the computer. CFl as
well as the Commission applied to the conduct
of Microsoft four step test to determine if in
this case it is abuse of the dominant position
or not:

a) Thetying and tied goods are two separate

products

b) The undertaking concerned is dominant

in the tying product market

c) The undertaking concerned does not give

customers a choice to obtain the tying
product without the tied product

d) Tying forecloses competition

The Commission and CFl are consistent
with each other that there are two separate
products and that Microsoft is in dominant
position on the market of operating systems of
personal computers (over 90% share) and that
the customers have no choice to buy Windows
without tied WMP. Doubtful was only the
question whether bundling is eliminating the
competition in the situation when the main
competitors of Microsoft, RealNetworks and
Nullsoft are offering via their websites their
streaming files players for downloading for
free. The Commission as well as CFl came
to the conclusion that even in this situation
the bundling is eliminating competition. Even
though it is not typical bundling but still such
bundling is eliminating the competition on the
market of streaming-file players. Commission
and CFl didn’t take into account the fact that
the market of the players of streaming files is
specific, because average user has installed in
his computer more then one player. Another
controversial issue is Microsoft’s obligation to
offer for sale also the operating system without
WMP even though the bundling was classified
as anticompetitive only in relation to one
function of WMP. In conclusion it is necessary
to point out that the measure is completely
ineffective as the Commission admits. Only few
hundreds of consumers have bought Windows
without tied WMP.

CFl further confirmed the decision of the
Commission that Microsoft violated article 82



(b) of the Treaty by refusing to provide other
competitors on the operating-system-market
with information necessary for interoperability
of Windows with server operating systems.
Defense of Microsoft against the afore
mentioned claims was based especially on
a claim that Microsoft as a holder of copyright
for Windows has right to refuse provision of the
said information to the third parties and gain
thus compensation for invested assets. This
defense was rejected by the CFl, which referred
to older judicature (Magill, Oscar Bronner and
IMS Health), according to which a refusal of
a license for an IP right can mean breach of
Article 82 of the Treaty.
For the field of IP rights is especially interesting
that CFl has confirmed that though Microsoft
has copyright to the communication protocols
it is obliged to conclude a license agreement in
certain limited cases. CFl defined conditions for
the forced license as follows:
a) The product or service protected by
copyright is indispensable for carrying on
a particular business

b) The refusal is preventing the emergence of
a new product for which there is a potential
consumer demand

c) The refusal is not objectively justified

d) The refusal is such as to evoke a risk of

exclusion of competition on a secondary
market

CFl in this case acknowledged that the operating
system Windows is on almost all clients PCs
in the business sector. Servers based on other
operating systems thus cannot be marketed
without a high degree of interoperability with
Windows. Refusal of information necessary for
such a level of interoperability is a restriction
of economic competition. The absence of
interoperability with the architecture of
Windows thus strengthened the position of
Microsoft on the secondary market of server
operating systems. This behavior was harmful
for the consumers in the sense of the Article 82
(b) of the Treaty, which prohibits the abuse of
a dominant position insofar as it may affect trade
between Member States.

The important fact is that neither the
Commission northe CFlfocused their conclusions
only to the copyright but decided on IP rights in
general.

Rozsudek Soudu prvniho
stupné ve véci Microsoft
Corp. v Komise Evropskych
spolecenstvi =

Jan Mates, Martin Holy

Dne 17. zafi 2007 rozhodl
Soud prvniho stupné
o odvoldni spolecnosti
Microsoft proti rozhodnuti
Komise ze dne 23. bfezna
2004. Komise rozhodla, Ze
spole¢nost Microsoft poru-
Sila svym jednanim ¢lanek
82 SES, tedy, Ze se spolecnost Microsoft svym
jednéanim dopustila zneuZiti dominantniho po-
staveni, a to konkrétné dvéma rliznymi zpUsoby.
Jednak spolecnost Microsoft zneuZila dominant-
ni postaveni tim, Ze odmitla poskytnout ostatnim
soutéziteldm informace slouzici k interoperabili-
té operacniho systému osobniho pocitace s ope-
racnim systémem serveru, a jednak tim, Ze na

operacni systém Windows vézala prehravac
Windows Media Player (dale jen ,WMP”), tedy
Ze prodavala operacni systém Windows vyhrad-
né spole¢né s prehrdvacem WMP. Za tato dvé
zneuzZiti dominantniho postaveni byla Komisi
spole¢nosti Microsoft uloZena rekordni pokuta
ve vysi 497.000.000 EURO a déle bylo Komisf
spole¢nosti Microsoft pfikdzdno uverejnit intero-
perabilni informace a nabizet k prodeji operacni
systém Windows bez WMP. Jako posledni opa-
tfeni uloZila Komise spole¢nosti Microsoft, aby
ve spoluprédci s Komisi zajistila zfizeni funkce
kontrolniho komisare, ktery by disponoval Siroky-
mi pravomocemi a jako nezavisly expert by nad
spolecnosti Microsoft vykonaval dozor.

Soud prvniho stupné (déle jen ,SPS”)
rozhodnuti Komise potvrdil, s vyjimkou casti
upravujici zfizeni funkce kontrolniho komisare,
kdyZ dospél k zavéru, Ze v tomto pfipadé Komise
prekrocila své pravomoci a ke zfizeni funkce
kontrolniho komisafe neni opravnéna.

SPS potvrdil rozhodnuti Komise, Ze vézéni
WMP na opera¢ni systém Windows, tedy
konkrétné ve véci vazani WMP, ktery je vybaven
funkci prehrévace tzv. streaming files, soubord,
které jsou pfehravany v rezimu on-line a nejsou
jako takové stahovany a ukladany do pocitace,
porusuje ¢ldnek 82 d) SES. SPS stejné jako Komise
na jednani spole¢nosti Microsoft aplikoval
Ctyfstupriovy test za Ucelem zjisténi, zda se
jedna v tomto ptipadé o zneuziti dominantniho
postaveni ¢i nikoliv:

a) véazany a navazany vyrobek jsou dva

samostatné vyrobky

b) soutéZitel je v dominantnim postaveni na

trhu vazaného vyrobku

c) soutézitel vdominantnim postaveni nedava

zédkaznikdm moZnost zakoupit vdazany
vyrobek bez navdzaného vyrobku

d) véazéani vylucuje soutéz

Komise i SPS se ve svych zavérech shoduiji, Ze se
jedné o dva samostatné produkty, Ze spolecnost
Microsoft je v dominantnim postaveni na trhu
operacnich systému osobnich pocitacd (podil ve
vysi pres 90%) a Ze zékaznikm nedévéd moznost
zakoupit Windows bez navdazaného WMP. Nejvétsi
pochybnosti panovaly v otdzce, zda vazani
vylucuje soutéz v situaci, kdy nejvétsi konkurenti
spole¢nosti Microsoft, tedy spole¢nosti Real
Networks a Nullsoft, nabizeji prostfednictvim
svych webovych stranek ke staZeni zdarma své
prehravace tzv. streaming files. Komise i SPS
dospéli k néazoru, Ze i v této situaci vazani
vyluc€uje soutéZ, a i kdyZ se nejednéd o typicky
vazany obchod, Ze takové vazani v konecném
disledku vyluc€uje soutéz na trhu prehravaca tzv.
streaming files. Komise ani SPS nevzali v Gvahu
fakt, Ze trh pfehrévacl tzv. streaming files je
pomérné specificky, nebot primérny uZivatel
ma na svém pocitaci instalovan vice nez jeden
pfehravac téchto souborl. DalSim spornym
bodem rozhodnuti Komise i SPS se jevi povinnost
spolecnosti Microsoft nabizet opera¢ni systém
rovnéz bez WMP, pficemz za protisoutézni bylo
oznaceno vazani jen ve vztahu k jedné funkci
WMP. Na zévér je nutné podotknout, Ze celé
opatfeni se zjevné minulo Gcinkem, jak pfipousti
i Komise, nebot opera¢ni systém bez WMP si
zakoupily Fadové pouze stovky spotiebiteld.

SPS déle potvrdil rozhodnuti Komise, Ze
spolecnost Microsoft porusila ¢lanek 82 b) SES,
a to tim, Ze odmitla ostatnim soutéZitellm na
trhu operacnich systému server( poskytnout
informace nutné pro interoperabilitu opera¢niho
systému Windows s opera¢nimi systémy
server(.

Obrana spole¢nosti Microsoft proti uvedenym

obvinénim spocivala predevsim
v tvrzeni, Ze jako drZitel autorskych

prav.  k opera¢nimu systému
Windows mél prédvo odepfit
poskytnuti uvedenych informaci

tfetim osobam a ziskat tak odménu

za investované prostfedky. Uvedena

obrana spolecnosti Microsoft byla

soudem odmitnuta s odkazem na

star$i judikaturu (Magill, Oscar Bronner a IMS
Health), podle které odmitnuti licence k pravu
z dusevniho vlastnictvi mdZe znamenat poruseni
¢ldnku 82 SES.

Pro oblast prdv z duSevniho vlastnictvi je
v daném rozhodnuti pfedeviim zajimavé, Ze
SPS potvrdil, Ze ke komunika¢nim protokoldm
ma Microsoft v daném ptipadé autorské pravo,
presto ma v3ak v urcitych vymezenych p¥ipadech
povinnost uzavfit licenéni smlouvu. Soud vymezil
podminky, za kterych je vlastnik autorského
préava nucen poskytnout licenci:

a) vyrobek nebo sluzba chranéna autorskym
pravem je nenahraditelnd ke konkrétnimu
podnikani

b) odmitnuti licence zabraruje vzniku nového
produktu, po kterém existuje potenciélni
spotfebitelska poptavka

¢) odmitnuti neni objektivné zdlivodnéné

d) odmitnuti je takové povahy, Ze vyvolava
riziko vylouceni soutéZe na sekundarnim
trhu

SPS v daném pfipadé pfihlédl ke skutecnosti,
Ze operac¢ni systém Windows se v podnicich
vyskytuje téméf na vSech klientskych PC. Servery
zaloZené na jiném opera¢nim systému neZ na
Windows tak nemohou byt uvddény na trh, pokud
nedosahuji vysokého stupné interoperability
s Windows. Neposkytnuti informaci nutnych
k dosaZeni takového stupné interoperability je
proto omezenim hospodarské soutéZze. Absence
interoperability sarchitekturou systému Windows
takmélo za nasledek posilovani pozice spole¢nosti
Microsoft na sekundérnim trhu s opera¢nimi
systémy urcenych pro servery. Uvedené jednéni
tak poskozuje spotfebitele ve smyslu ¢lanku 82
b) SES, ktery zakazuje zneuziti dominantniho
postaveni na trhu, které je zpusobilé poskodit
obchod mezi ¢lenskymi staty.

DuleZitou skutecnosti je, Ze ani Komise ani SPS
neomezili své zavéry pouze na autorské pravo,
ale obecné na pravo dusevniho vlastnictvi.

The New Regulation Of
Jurisdiction In Industrial

Property Disputes b

Lukas Lorenc

The Act No. 221/2006 Coll.
on the enforcement of in-

dustrial property rights
transposed Directive
2004/48/EC  of  the

European Parliament and
y Council on the enforce-

¥ ment of intellectual prop-
erty rights. This resulted into unification of the
extent of the rights possessed by the owners
with respect to the individual types of intellec-
tual property in case of their infringement, as
well as potential remedies. The sanctions for any
intellectual property infringement (regarding
trademarks, patents, topographies of semicon-
ductor products, utility models, industrial de-
signs, appellations of origin, and geographic
designations) and the type of remedy are no




longer incorporated in the Statutes
regulating their creation, extent, du-
ration and expiration, but are to be
found in one single Act.

The Act on the enforcement of
industrial property rights entered
into effect on May 26, 2006, except for
the provisions newly regulating the
material and territorial jurisdiction

in industrial property matters, which came
into effect no sooner than on January 1,
2008. Until now, the general provisions of the
Civil Procedure Code regarding material and
territorial jurisdiction were applicable to the
disputes arising out of intellectual property.
With the effect since January 1, 2008 the City
Court in Prague has the territorial and material
jurisdiction in the industrial property cases.
The City Court in Prague in accordance with
Article 6 of the Act on Enforcement of Industrial
Property Rights decides as a court of the first
instance in cases concerning claims arising out
of industrial property, threat and infringement
remedies arising out of the industrial property
rights and the unjustenrichment obtained from
an industrial property right owner. The City
Court in Prague also adjudicates as the court of
the first instance in the matters concerning the
Community trademarks, Community designs
and acts as an appellate body for the final
decisions of the Industrial Property Office.
With the effect since January 1, 2008,
all industrial property litigations cases are
concentrated at the one court, the City Court
in Prague. It is thus reasonable to expect the
improvement in quality of the court decisions
in this specific legal area, unification of judicial
decisions and the relating legal certainty of
the right owners in the field of the industrial

property.

Nova uprava prislusnosti
soudt ve sporech z prav
z prumyslového

vilastnictvi o

Zékonem ¢. 221/2006 Sb., o vymahani prav
z prdmyslového vlastnictvi, byla do ceského
pravniho fadu transponovédna smérnice
Evropského parlamentu a Rady ¢. 2004/48/
ES o vymahani prav duSevniho vlastnictvi.
Tim doslo ke sjednoceni rozsahu opravnéni,
kterd maji vlastnici préav k jednotlivym druhiim
primyslového vlastnictvi v pfipadé jejich
poruseni, jakoZ i ptislusnych opatfeni k napravé.
Sankce za poruseni prav z jakéhokoliv pfedmétu
pramyslového vlastnictvi (tj. ochranné zndmky,
patenty, topografie polovodic¢ovych vyrobkd,
uzitné vzory, primyslové vzory, oznaceni
plvodu a zemépisnd oznaceni) a zplsob
napravy tedy jiZ nejsou obsaZeny v jednotlivych
pravnich pfedpisech upravujicich vznik,
rozsah, trvani a zanik téchto prav, ale jsou
pfehledné zakotveny pouze v jediném pravnim
predpisu.

Zdkon o vyméhéni prav z pramyslového
vlastnictvi veSel v Gcinnost dne 26. 5. 2006
s vyjimkou ustanoveni nové upravujicich
vécnou a mistni pFislusnost soudl ve vécech
primyslového vlastnictvi, jejichZz Gcinnost
byla odloZena az k 1. lednu 2008. AZ dosud
platila i ve sporech vychazejicich z prav
z primyslového vlastnictvi obecné ustanoveni
obcanského soudniho fadu o vécné a mistni
pfisludnosti soudu. Od 1. ledna 2008 v3ak plati,

Ze ve viech vécech primyslového vlastnictvi je
vécné a mistné prislusny Méstsky soud v Praze.
Mé&stsky soud v Praze v souladu s ust. § 6 zakona
o vyméhéni prav z prlimyslového vlastnictvi
rozhoduje jako soud prvniho stupné ve sporech
o néarocich vychézejicich z primyslového
vlastnictvi, o nédrocich z ohroZeni a poruseni
prav z pramyslového vlastnictvi a o ndrocich na
vydani bezdlvodného obohaceni ziskaného na
Gkor toho, komu svédci prava z priimyslového
vlastnictvi. Méstsky soud v Praze rovnéz
rozhoduje v Ceské republice jako soud prvniho
stupné pro ochranné znamky Spolecenstvi,
pro (pramyslové) vzory Spolecenstvi
a prezkoumava pravomocna spravni rozhodnuti
Utadu prtimyslového vlastnictvi.

S Géinnosti od 1. ledna 2008 doslo v Ceské
republice ke koncentraci spor(i vychézejicich
z préav z pramyslového vlastnictvi u jediného
soudu, Méstského soudu v Praze. Lze proto
opravnéné ocekdvat zvyseni tUrovné soudnich
rozhodnuti v tomto specifickém pravnim
oboru, sjednoceni judikatury a s tim souvisejici
pravni jistoty vlastnikd prév z prlmyslového
vlastnictvi.

Decision on the refusal
of the application for
registration of a sign
“GRASS” on grounds

of public policy e

Karolina Varnkova

The Industrial Property
Office held, in the case of
an application to register
the word trademark, File
No. 0-432048 “GRASS”
(in  Czech Original
“TRAVA"), which deman-
ded protection for tobac-
co products in Class 34, to dismiss the applicati-
on on the basis that this sign shall be excluded
from entry into the Trademark Register pur-
suant to the provisions of Section 4(f) of Act No.
441/2003 Coll. on Trademarks, as amended, i.e.
a sign which is contrary to public policy or to
accepted principles of morality shall be exclu-
ded from entry into the Register.

In the grounds of the decision, the Office
stated that this exclusion from entry into the
Trademark Register must be applied in any
case, since otherwise the registration would be
contrary to the interests of the public and at
the same time such act would conflict with the
spirit and purpose of the trademark.

The sign “GRASS” is fixed in the minds of
the wide public including school youth in
connection with consummation of marihuana,
as its slang expression. Contradiction to public
policy is seen in the fact that this sign creates
at least association with cigarettes containing
marihuana, whose use is for this purpose
prohibited in the Czech Republic.

The Office in its decision stated that the
provisions of Section 4(f) of Act No. 441/2003
Coll.isto beinterpreted as meaning thatas a sign
contradictory to public security is considered
also the sign whose use is conditioned by other
legal directives (e.g. Act No. 40/1995 Coll. on
advertising regulation, which in its provision
of Section 3(6)(a) et seq. regulates the issue of
promotion of tobacco products, which should,

according to the above application, bear the
trademark “GRASS”) so that each such conduct
was consistent with general moral principles.

li is within Office’s discretion to enter public
policy reservations, which is codified in the Act
No. 14/1993 Coll. on Measures concerning the
Industrial Property Protection, as amended.
Those reservations must be applied in such
a way that the field of private law be restricted
as little as possible.

At present, when the increasing attention
of the public is paid to the issue of drugs
consumption, also for that reason it would be
a counterproductive act to register the filed sign
“GRASS” for tobacco products into the Register
as a trademark.

Rozhodnuti o zamitnuti
prihlasky slovniho
oznaceni ,TRAVA”
z divodu vyhrady

A . pe v 2
vefejného poradku w

Utad praimyslového vlastnictvi rozhodl ve
véci pfihlasky slovni ochranné znamky zn. sp.
0-432048 ,TRAVA”, jenZ poZadovala ochranu
pro tabakové vyrobky ve tfidé 34 tak, Ze pfihlasku
zamitl s odlvodnénim, Ze toto oznaceni je
vylouceno ze zépisu do rejstfiku ochrannych
znamek na zékladé ustanoveni § 4 pism. f) zékona
¢. 441/2003 Sb., o ochrannych znamkach, ve
znéni pozdéjsich predpisd, tzn. Ze do rejstiiku se
nezapise oznaceni, které je v rozporu s vefejnym
potrédkem nebo dobrymi mravy.

Utad v odtvodnéni rozhodnuti konstatoval,
Ze tuto vyluku ze zapisu do rejstfiku ochrannych
znamek nelze prekonat, nebot zapis by byl
uskute¢nén v rozporu se zajmy spolecnosti
a soucasné by tento Gkon odporoval smyslu
a Gcelu ochranné znédmky.

Oznaleni ,TRAVA” proniklo do pové&domi
pfevazné vétsiny vefejnosti vcetné Skolni
mléddeZe ve spojeni s konzumaci marihuany
jako jeji slangové oznaceni. Rozpor s vefejnym
poradkem je spatfovan v tom, Ze pfedmétné
oznaceni vyvolévé pfinejmensim asociaci cigaret
obsahujicich marihuanu, kterd je pro pouZiti pro
tyto Gcely v Ceské republice zakazanou drogou.

Utad ve svém rozhodnuti uvedl, e ustanoveni
§ 4 pism. f) zdkona ¢. 441/2003 Sb. je nutno
vykladat tak, Ze za oznaceni, kterd odporuji
vefejnému poréadku, jsou ve zndmkopravni praxi
pokladana i takova oznaceni, jejichZ uZivani je
podminéno i jinymi préavnimi normami (napf.
zékona ¢&. 40/1995 Sb. o regulaci reklamy,
ktery ve svém ustanoveni § 3 odst. 6, pism. a)
a nasl. upravuje otdzku propagace tabakovych
vyrobkd, jez by mély byt pfipadné opatfeny
ochrannou znémkou ,TRAVA“) tak, aby kazdé
takové jednani bylo v souladu s obecnymi
moralnimi zasadami.

Vznést vyhradu vefejného pofadku je
v diskre¢ni pravomoci Utadu, kterd je
kodifikovéna v zékoné 14/1993 Sb., o opatfenich
na ochranu pramyslového vlastnictvi, ve znénfi
pozdéjsich predpist. Tato vyhrada vSak musi
byt uplatiiovdna tak, aby byla co nejméné
omezovéana soukromopravni sféra.

V soucasnosti, kdy je spole¢nosti vénovana
zvySend pozornost otdzce konzumace drog, by
i z tohoto hlediska bylo kontraproduktivnim
Gkonem, pokud by bylo pfihlasované oznaceni
JTRAVA” zapsano pro tabéakové vyrobky do
rejstiiku jako ochranna znamka.
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